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Opposition No. 91/200,355
Attorney Docket No. 035115.00058

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOA RD

Application Serial No. 78/575,442

Filed: February 25, 2005
Published:2/222011, in theOfficial Gazette
For: SOUND MARK Opposition N091/200355

Motorola Mobility, Inc. and Motor ola
Trademark Holdings, LLC,

Opposers,
VS.

Nextel Communications, Inc.

N N N N N N N N N N N N N

Applicant.

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 2233-1451

OPPOSERS'REPLY BRIEF IN SUPPORT OF THEIR MOTION F OR SUMMARY
JUDGMENT ON THE ISSUES OF RES JWDICATA AND COLLATERA L ESTOPPEL

Pursuant to Fed. R. Civ. P. &8dTrademark Rule 2.127(e)(Dpposers MotorolMobility,
Inc. and Motorola Trademark Hofdjs, LLC(collectively,“Motorola”) herebysubmit their reply brief
in support of theimotion for summary judgmenn preclusiort.

l. I ntroduction

In its previous posture asGhirp Tong'opposer,” Nextel Communications, Inc. (“Nextel”)
challengedhe Chip Tone on invalidity grounds in two separate proceedings. Nextellpoagainst
Motorolain both proceedingswith Motorola’s Chirp Tone trademark applicaticasering “twe
way radios” and “tweway radios and cellular telephonesit of its way, Nexd—as a Chirp Tone

“applicant—now seeksa clear path to registration of the Chirp Tone as a servicefonaik “two-

! Motorola’s summary judgment motion identified uncontested facts as @gyiieB.M.P. § 528.01, which
were supported by citations to the record. (Dkt. #12 at-pp.)4 Nextel's “Statement of Additional Facts” in its
opposing brief (Dkt. #18 at pp-6) consists primarily of citations to tidextel v. Motoroldnolding, which do not
require a rgzonse in this Reply Brief.



way radio servicgsandothersjdentified in its Class 38 applicatioextel’s position, articulated in
its oppositionto Motorola’ssummary judgmennotion, is thathe Board’s prior adjudications
involving the identical marfor inextricably related goods have no preclusive effedtthat Nextel
should be entitled to register the Chirp Tone despite its prior stidaegalidity chdlenges.In sum,
Nextel seeks to relitigatbe identical claims and issues, but this time from the perspettwve
applicant defending the validity of theark. A quote from aecent precedential Board decision
succinctly undercutSlextel’sattempt tacircumvent therior Chirp Toneholdings

We must consider that “[c]ollatteral estoppel, like related doctrine of res judicata,

has the dual purpose of protecting litigants from the burden ofatiitigan identical

issue with the same party or pisvy and of promoting judicial economy by preventing

needless litigatioh.

In re Anderson101 U.S.P.Q.2d 1912917(T.T.A.B. 2012)precedential)

As the Board noted iim re Andersorthe preclusion doctrine is “premised on principles of
fairness.”Id. at 1917 (quotindgn re Freeman30 F.3d 145931 U.S.P.Q.2d 1444, 1467 (Fed. Cir.
1994)). Alowing Nextel to proceed with its Chirp Tone dpationunder these circumstancgsuld
bedirectly contrary to the stated goals of sparing parties from duplidaifagion andporomoting

judicial economy. Motorola respectfully submits that summary jetgin its favor is appropriate.

Il. The Parties Agree that there are no Genuin€actual IssuesRegarding Preclusion

Despite its arguments against preclusion set forth in its opdmsfidNextel’'s copending
crossmotion for summary judgmenonfirms that the followingasedispositivefacts are undisped:
Nextel admits that certain services within its Class 38 applicatiduaging its “tweway radio
services,” utilize the Chirp Tone as an operational alert tone motheal course of the servicg®kt.
#11, Nextel SJ Mott 3, 11 23; Dkt. #10, Nextel Answer at 1 4, )7TheChirp Tone is emitted “to
signal the ‘talk permit’ status of certain tma@y radio communications....'Dkt. #11, Nextel SJ Mot.

at 3, 12.)Similarly, Nextel admits that additional services in its Class 38 appligatrotve emission


http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=506&FindType=Y&SerialNum=1994149923�

of theChirp Tone in the normal course of the servio@kt. #11, Nextel SJ Mot. at8, § 5(listing
services)

Taken together, thesglmissiongviscerate anyvalidity-basedlistinction Nextel seeks to
draw between Motorola’s “communiaatis goods” at issue in the prior preclusive decisions versus
Nextel's“communications servicesit issue in this proceeding. The Chirp Tone is an operational alert
tone forthe goodsndthe interoperative servicesThese admissiom®nfirm thatMotorola is entitled
to summary judgment on preclusion grounds.

I, Nextel's AdmissionsRegarding“T wo-Way Radio Services Preclude Its Class38
Application in its Entirety

Although Nextel alleges tha has also used the Chirp Tone “in marketing and advertising
Nextel services that do not use the Chirp sound in their normal opgraiiadmissions that the
Chirp Tone is an operational alert tone for-way radio services precludés Class 3&hirp Tone
application in its entirety. It is wedlettled that ariding of unregistrability as to one item in a class
necessitates refusal as to the entire cléss. ElectrdCoatings, Inc. v. Precision National Corporatjon
204 U.S.P.Q. 410, 420 (T.T.A.B. 1979). The Board has noted that a clastandist $all togther:

The rationale for the proposition that an application stands oafalls

that the Board should not make distinctions between specific goods or
services identified in one application (or one class of a multipks cl
application) seems to be that, @ppeal or in an inter partes proceeding,
we are adjudicating the registrability of the mark for the goods or
services presented by the applicdhis not for the Board to enter what

is in effect an ex parte amendment to the application in ordervémysal
what may appear to be redeemable while discarding the other goods or
services. The applicant must state what is desired, and on that
application, either all will be granted or nothinfhe same rationale
applies to an appeal or to an opposition (@ncellation) predicated

on any of the statutory grounds available to a plaintiff.

Id. at 42021 (emphasis added).

% Dkt. #11,Nextel's Opposition to Opposer’s Motion (“Opp. Br.”) at 5, 1 13.
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This opposition involves Nextel's Chirp Tone application as filéd thie U.S.P.T.O. That
application expressly identified “twway radioservices.” The Board will not warite Nextel's
application at the opposition phagd. Invalidity-based preclusion arising out of “tway radio
services” dooms the entire clash.is well-settled that if a term is generic to some of the goods or
services listed in an application, ‘registration is properly eeftis In re Log Cabin Homes, Licb2
U.S.P.Q.2d 12064,210(T.T.A.B. 1999) (precedentiaftiting In re Analog Devices In¢6 U.S.P.Q2d
1808 1810(T.T.A.B. 1988),affd871F.2d 1097, 10 &.P.Q2d 1879Fed.Cir. 1989) In re Brain
Research Foundl171 U.S.P.Q. 82827(T.T.A.B. 1971) (“Thus, if tk term BRAIN RESEARCH
FOUNDATION is incapable as functioning as a mark to identify thecgeof promotingesearch on
the brain, it is also incapable of distinguishing those servicearthancidental to and/or redat
theretd’). As a result, Nextadxposed it€lass 3&pplicatior—in its entirety—to claim and issue
preclusiorthroughits decisiosto opposéviotorola’s “twoway radio”Chirp Tone applications on
invalidity grounds.

Nextel's Opposing Brief suggests that the Board should not applygcecagainst the Class
as a whole because the Boartly applied preclusion iNextel v. Motorolagainst subset afjoods in
Motorola’s application. However, Nextel fails to note that thaBtbe&rdacknowledged that it was
departing from its generalle against dividing a class in ar parteor inter partegoroceeding.
“Normally, when an opposition is sustained with respect to certairsgoaervices for which
registration is sought, it is generally proper to sustain the dposith respect tthe entire class of
goods or services.NextelComm., Inc. v. Motorola, Inc91 U.S.P.Q.2d393,1399 n.13T.T.A.B.
2009) TheBoard's reluctance to appbyeclusion against the class as a whole appears to have been
based othe fact thaheitherclaim norissue preclusion were pleaded as grounds for opposition, and

that the preclusive decision (911 Hz Chirp decision) was “relgtrecent.”Id. at 1398 see also idat


http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3627965&fname=uspq2d_6_1808&vname=ippqcases2�
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3627965&fname=uspq2d_6_1808&vname=ippqcases2�
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3627965&fname=bna_reporter_page_uspq2d_6_1810&vname=ippqcases2�
http://iplaw.bna.com/iprc/display/link_res.adp?fedfid=3627965&fname=uspq2d_10_1879&vname=ippqcases2�

1399 n.13 (“Moreover, because issue preclusion was not brought upeibtieing, and the parties
clearly view the telephones as presenting a separate and distiiectwe will not allow the late
assertion of issue preclusion to cause the whole class to faitti§ present casklotorola has
expressly pleaded claim and isgweclusion in its Notice of Opposition, and the preclusiggtel v.
Motoroladecision is nearly three years old. There is no issue as to urpaseur the present case.
As a resultthere is no reason to refrain from applying invalidity precluagainsiNextel's entire
Class 38 applicatier-not merely the “operational alert torte/o-way radioservices.

V. Nextel v. Motorolais Preclusive as toNextels Inter -Operative Communications Services

Nextel's attempt to circumvent claim and issue preclusiamobig that its Chirp Tone
application coverserviceswhile Motorola’s coveregoods isunconvincing As noted in Motorola’s
opening brief, a proposed mark that is invalid for the underlying gosatsiiarly invalid as tdghe
related servicesThisdoctrine is not merely limited to the retagale of the goodsis Nextel suggests
in its opposing brief[A] term which may not be the common name of a service but, rather
common term or descriptidar somecentral or distinctive characteristaf a servicemay
nevertheless be barred from exclusive appropriation as a servicé inae Half Price Books,
RecordsMagazines, Inc225 U.S.P.Q. 21221 (T.T.A.B. 1984)emphasis addedjee also In re
Tires, Tires, Tires, Inc94 U.S.P.Q.2d 11 1157(T.T.A.B. 2009) (precedential) A‘term that names
the central focus or subject matter of the services is generie feenbices themselves.’As Nextel's
witness readily concededNextel v. Motorolathe Chirp Tone watescapablein operdion among
the general public at “workplaces” and “sporting evénigextel sought to capitalize uptme
Motorola handset's emission of tB&irp Toneas an operational alert torehich alertedheuser of
the availability othetwo-way radio servicehy attempting to captureds a mark(Dkt. #13, Hodgson
Decl. at Ex. 4 (Schweitzer Testimony at%#.) The Chirp Tone islearlya “central or distinctive

characteristic of [the] servicelh re Half Price Books225 U.S.P.Q. @21 Thus,Nextel @annot
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avoid operational alert tone invalidity preclusion by merely applgngjwo-way radio services” as
opposed to “retail sale of twway radios.®* Motorola isentitled to summary judgment.

V. Inherent Distinctiveness Nextels Responsdo Nextel and In Re Vertex is Unpersuasive

In the event the Board declinesajaplyfailure-to-functionasasmarkpreclusion against Class
38 as a whole, and instead opts to adjudicate Neapgdleedfor services piecemed ,must apply the
In re Vertexule becaus@extel has admitted thaumerous applietbr servicesutilize the Chirp Tone
in the normal course of operatiofiDkt. #10, Nextel Answer 11 4, 1Dkt. # 11, Nextel SJ Mot. atB
15) As aresult, Nextehustestablish that the Chirp Tone has acquitistinctivenessNexte) 91
U.S.P.Q.2d at 14601 (citingIn re Vertex Group LLC89 U.S.P.Q.2d 1694, 1700 (T.T.A.B. 2009)).

Nextel's attempt to distinguigkiextelandin re Vertexs unpersuasiveNextel argues that the
decisions are inapplicable besatheyinvolved goods, not services. However, lthee Vertex
rationale is applicable to the present application, which involwe@snunications services inextricably
tied to the previouskadjudicated “chirping” goodsSee NexteP1 U.S.P.Q.2d at 1397 (finding that
Nextel's “Direct Connect” twawvay radio service “allows subscribers to connect directly with each
other using [Motorola’s] IDEMNequipped cellular telephone handsets.”). Ifihe Vertexpanel noted
that “certain types” of sound marks require a showing of acquired thatmess.In re Vertex89
U.S.P.Q.2d at 1700. Those include sound marks used in connection ditbtgtbat emit the sound
“in their normal course of operationld. It is undisputed that the Chirp Tone is emittedras
operational alert tone in the normal course of at least some of'dlapi@iedfor services. (Dkt. #11,

Nextel SJ Mot. at-&, 8, 11 23, 5, 19.) Thus, Nextel's Class 38 communications services are without

% Notably, there is a retail “resale” component to Nextisliedfor services. “Together, the parties have been
in a longstanding business relationship, whereby [Motorola] manufactures phoneseswbaes ... which
phones and accessories are sold to [Nextel] for resale to [Nextel'sjregdintice customefsNexte] 91
U.S.P.Q.2d at 1398.



doubt the type of services that emit thergb“in the normal course of operationti re Vertex89
U.S.P.Q.2d at 1700As a result, Nextel's attempt to distingulsthre Vertexs unavailing.

Nextel'sOpp. Br. asserts thikextel“is not claiming inherent distinctiveness with respect to
the rvices that emit the Chirp as part ofitieperation.” (Opp. Br. &, 11.) Regardlesst is
undisputed that Nextel has submitted an acquired distinctivenesssltnateastsome othe
appliedfor services.Nextel's acquired distinctiveneskimis a concession that the mark is not
inherently distinctiveln re A La Veille Russie, In6G0 U.S.P.Q.2d 1893397n.2(T.T.A.B. 2001)
(precedential) As noted above, Board precedent holds that the Class should bedseatedtary
whole. Seeg.g., ElectreCoatings 204 U.S.P.Q. at 42P1. Consequently, tthe extent that the
application survivepreclusion based dailure to function as a mark, Nextaustprove acquired
distinctiveness as to the entire Class.

VI. Nextel Fails to Rebutthe “C oncurrent Us€ A cquired DistinctivenessDefect

The Board'dNextel v. Motorolalecisionexpressly helthat the “most damaging” evidence
defeating Motorola’s acquired distinctiveness claim Mestel'sconcurrent use of the Chirp Tone.
Nexte] 91 U.S.P.Q@at 1408. As Motorola noted in its motion, this concurrenprea@em applies
equally to Nextel's claim. If Motorola’s use was not substiygaclusive in light of Nextel's use, it
follows that Nextel's use is similarly not substantially exclusNextelcuriously asserts that its use
substantially exclusive despite Motorola’s use, and that the Bpaededentiaholding regardinghe
parties’concurrent uses is irrelevaatits claim (Opp. Br. at 12.)This is akin to arguing thaithough
Nextel and Motorola share a room, Nextel@ne

Nextel's attempt to dismiddotorola’s concurrent ussrgument as “illogical” (Opp. Br. 42)
or as involving a different set of “transactional facid’) (s unpersuasive. The “transactional facts”
establishinghat Motorola’s us&as nossubstantiallyexclusive werélotorola’s use of the Chirp Tone

in connection with its IDEN® handsetsupled withNextel's concurrentise of the Chirp Tone in
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connection with itswo-way radio service that “allows subscribers to connect directly withatheh
using [Motorola’s] IDENequipped cellular telephone handsetdeéxte] 91 U.S.P.Q.2d at 1390f
course, those are the same “transactional facts” at issueproteeding involving Nextel's attempt to
register the Chirp Tone in connection wittose sam&vo-way radio servicesin Nextel's own words,
“I[tlhe limited evidence of Nextel's use of the Chirp in Mextel v. Motorolacase was presented to
rebut Motorola’s argument that it had exclusivelydtke mark and that the mark had acquired
distinctiveness in connection with Motorola’s goods....” (Opp. Br. %83, Although Nextel may
seek to presefitinlimited” evidence of its use of the Chirp Tone in this proceediag opposed to the
so-called “limited” evidencetipresented itNextel v. Motoroldor the purpose of defeating Motorola’s
Section 2(f) claim-this has no bearing on the concurrent use issue. As the Board heldjeke par
concurrent use was the “most damagiegjtiencen Nextel v. Motorta. Presentation of additional
Section 2(f) evidence in the present case would be-ftile concurrent use defect remains in effect
regardless of any additional evidence Nextel suggests it coulaifgreseluplicative proceeding.
Under the Board’s wkkettled rule that a Class should be treated as a unitary whole, Mstorola’
concurrent use of the Chirp Tone in connection withway radios defeats Nextel's acquired
distinctiveness clairasto two-way radio serviceandthe remaining Class 38 servicédectro
Coatings204 U.S.P.Q. at 42p1.*

Moreover, Motorola’s concurrent use cannot be disregarded as “incortssquentringing.”

(Opp. Br. at 13.)As the Boardheld in the preclusivilextel v. Motorolalecision Motorola’s sales and

* Nextel's Opp. Br. asserts that Motorola “fails to explain” the Boakervation itNextel v. Motorolahat a
percentage of Nextel's survey respondents identified Nextel and thatgkiel"Mame was used in
advertiements utilizing the Chirp Tone. (Opp. Br. at 16.) Motorola did not cite thassgeadrom the opinion
because they are not relevant to claim and issue preclusion. As ekipldifaorola’s motion papers, the
Board'’s holding regarding the impact bétparties’ concurrent use is preclusive against Nextel's acquired
distinctiveness claim. Nextel's surveys and advertising evidence do ratroedts concurrent use problem.
Seel5 U.S.C. § 1052(fflowers Indus., Inov. Interstate Brands Corb US.P.Q.2d 1580, 1589 (T.T.A.B.
1987) (holding “descriptive” uses relevant to Section 2(f) analysis).
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advertisirg for its Chirp Tonehandsets wersubstantial” and “impressive.Nexte] 99 U.S.P.Q.2d at
1408 In light of those findingd\extel cannot avoid preclusion by feebly assertingthatends to
show that any ‘use’ of the Chirp by Motorola or others imaonsequential or infringing...."Opp. Br.
at 13.) Thus, Nextel's attempt to distinguish established precedent hthdingven notrademark or
descriptive uses defeat “substantially exclusive'isisaavailing. For example, Nextel argues that
Flowers Indus. Inc. v. Interstate Brands CdspJ.S.P.Q.2d 1580 (T.T.A.B. 1988)distinguishable
because the applicant’s usfeghe purported mark waeemedlescriptive. (Opp. Br. at 13Hlowever,
thatdoes notapturethe entire holdingAfter an analgis of various third parties’ descriptive Ron
trademark uses of HONEY WHEAT, the Board concluded that “sudem®se overwhelmingly
establishes...that applicant did not have substantially exeluse of the designation in #gecified
area for the five yars preceding the filing of its applicatiorid. at 1588. This holdingsupports
Motorola’sproposition thaits nortrademark use of the Chirp Toneatevantand not
“inconsequentialinderthe Section 2(f) analysis.

Finally, Nextel asserts that presion is improper as to its acquired distinctiveness claim
because circumstances have changed since the Beaxtkd v. Motorolalecision and that it will
seek to include “additional operative facts andJateurring operative facts.'Opp Br.at 8) This
argument is unavailing for two reasons. First, any “reequired distinctivenegvidencevould be
futile because Wvould notcircumventhe Board’s holdinghattheparties’ concurrent use of the Chirp
Tone defead Motorola’sacquired distin@éteness claim There is no dispute that Motorola continues
to use the Chirp Tone in connection with itstway radios. (Dkt. #10, Nextel Answer at 11 4, 5, 25.)
Of course, oncurrent useutsboth ways—it similarly defeas Nextel'sclaim. The partiestoncurrent
use of the Chirp Tone in connection with tway radio goods and services defeats Nextel's acquired

distinctiveness clairas tothe entire ClassElectro-Coatings204 U.S.P.Q. at 42P1. Second,



Nextel'sOpposing Brief does not cite to apigadings—such as Nextel's answer and affirmative
defense—whereNextel has alleged that circumstances have changed since the préEusalv.
Motoroladecision. However, ifthe Board permits Nextel to avoid preclusion as to any of the Class 38
servicedased ompurportedlychanged circumstances, Nextel would only be fidto present

acquired distinctiveness evidence coming into existaftegthe2009Nextel v. Motorolalecision.

VII. Conclusion

In direct contrast to its prior positionextel v. Mtorola, upheld by the Board, Nextel seeks
to relitigate theselaims andssuedo establish that: (1) the Chirp Tone functions as a mark; (2) is
inherently distinctive; (3) has acquired distinctiveness, athetisforeregistrable on the Principal
Regiger. However, he Board haalreadyheld thathe Chirp Tone does not function as a mark where
it is used as an operational alert tone. It has further heldéh@ahttp Tone cannot be deemed
inherently distinctive where it Emittedin the normal cowe of operationMoreover, it has held that
the Chirp Tone has not acquired distinctiveness due to concurréytthesamewo partieditigating
this claim andssue today ConsequentlyMotorola is entitled to judgment in its favan all Class 38
services identified in Nextel's Chirp Tone service mark application

. Respectfully submitted,
Dated: April 2, 2012 WINSTON & STRAWN LLP

By: /s/Thomas M. Williams
Thomas M. Williams
Sara Skinner Chubb
35 West Wacker Drive
Chicago, IL 60601
Telephone (312583792
Facsimile (312) 558700
tmwilliams@winston.com
schubb@winston.com
Attorneys for Opposers
Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC
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